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permitted under 35 U.S.C. 112(6), file an
annotated copy of the claim indicating
in bold face between braces ({}) the spe-
cific portions of the specification that
describe the structure, material, or
acts corresponding to each claimed
function.

(¢) Any motion to add or amend a
claim must include:

(1) A clean copy of the claim,

(2) A claim chart showing where the
disclosure of the patent or application
provides written description of the sub-
ject matter of the claim, and

(3) Where applicable, a copy of the
claims annotated according to para-
graph (b) of this section.

§41.120 Notice of basis for relief.

(a) The Board may require a party to
provide a notice stating the relief it re-
quests and the basis for its entitlement
to relief. The Board may provide for
the notice to be maintained in con-
fidence for a limited time.

(b) Effect. If a notice under paragraph
(a) of this section is required, a party
will be limited to filing substantive
motions consistent with the notice.
Ambiguities in the notice will be con-
strued against the party. A notice is
not evidence except as an admission by
a party-opponent.

(c) Correction. A party may move to
correct its notice. The motion should
be filed promptly after the party be-
comes aware of the basis for the correc-
tion. A correction filed after the time
set for filing notices will only be en-
tered if entry would serve the interests
of justice.

§41.121 Motions.

(a) Types of motions—(1) Substantive
motions. Consistent with the notice of
requested relief, if any, and to the ex-
tent the Board authorizes, a party may
file a motion:

(i) To redefine the scope of the con-
tested case,

(ii) To change benefit accorded for
the contested subject matter, or

(iii) For judgment in the contested
case.

(2) Responsive motions. The Board may
authorize a party to file a motion to
amend or add a claim, to change
inventorship, or otherwise to cure a de-

§41.122

fect raised in a notice of requested re-
lief or in a substantive motion.

(38) Miscellaneous motions. Any request
for relief other than a substantive or
responsive motion must be filed as a
miscellaneous motion.

(b) Burden of proof. The party filing
the motion has the burden of proof to
establish that it is entitled to the re-
quested relief.

(c) Content of motions; oppositions and
replies. (1) Each motion must be filed as
a separate paper and must include:

(i) A statement of the precise relief
requested,

(ii) A statement of material facts
(see paragraph (d) of this section), and

(iii) A full statement of the reasons
for the relief requested, including a de-
tailed explanation of the significance
of the evidence and the governing law,
rules, and precedent.

(2) Compliance with rules. Where a rule
in part 1 of this title ordinarily governs
the relief sought, the motion must
make any showings required under
that rule in addition to any showings
required in this part.

(3) The Board may order additional
showings or explanations as a condi-
tion for filing a motion.

(d) Statement of material facts. (1) Each
material fact shall be set forth as a
separate numbered sentence with spe-
cific citations to the portions of the
record that support the fact.

(2) The Board may require that the
statement of material facts be sub-
mitted as a separate paper.

(e) Claim charts. Claim charts must be
used in support of any paper requiring
the comparison of a claim to some-
thing else, such as another claim, prior
art, or a specification. Claim charts
must accompany the paper as an ap-
pendix. Claim charts are not a sub-
stitute for appropriate argument and
explanation in the paper.

(f) The Board may order briefing on
any issue that could be raised by mo-
tion.

§41.122 Oppositions and replies.

(a) Oppositions and replies must com-
ply with the content requirements for
motions and must include a statement
identifying material facts in dispute.
Any material fact not specifically de-
nied shall be considered admitted.
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